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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1-8 rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. 

3. Referring to claim 1 , and subsequently claims 2-8, Applicant has claimed "during 
a normal usage time... generating a computerized operation model that mimics a 
reproducible operation that occurs during normal usage time..." This portion of the claim 
is traced back to the amendment made 1 1 June 2007. Reading the specification, 
Examiner has not found any such support for generating the operation model during 
normal usage time. Examiner has found (from Applicant's pre-grant publication) from 
paragraph 10, "shadow operation, i.e. outside of the times used in normal operation", 
from paragraph 17, that the operation model is "characterized by both input parameters 
such as input of a medical technical assistant operating the magnetic resonance device 
and other specifications" (which Examiner takes to mean the originally claimed 
"conditions that are relevant for said customer"), from paragraph 27, that installation and 
test is "implemented outside of the treatment times of patients, for example at night", 
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and from paragraph 28, that the operator of the customer system can be the 
examination subject. 

Examiner has not found support for generation of operation model during 
"normal" usage time. From a reading of the specification, Examiner hypothesizes that 
claim 2 more closely claims the intended subject matter, wherein test data may be 
generated for subsequent comparison, during non-normal usage. It is not clear where, if 
anywhere, Applicant has support for any "normal" usage beyond perhaps an assumed 
normal usage of equipment for no test purpose whatsoever. 

Applicant is reminded of 37 C.F.R. 1 .75 (d)(1 ) which states that the claim or 
claims must conform to the invention as set forth in the remainder of the specification 
and the terms and phrases used in the claims must find clear support or antecedent 
basis in the description so that the meaning of the terms in the claims may be 
ascertainable by reference to the description. (See 1 .58(a).) Applicant's specification 
has only one such explicit reference to "normal" or the non-claimed "shadow" usage, 
recited above from paragraph 10. 

4. For the purpose of examination, as outlined in the MPEP, the claims are 
interpreted as encompassing the matter considered to be new. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claim 2, 4, 5 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 
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7. Referring to claim 2, and subsequently claims 4, 5, Applicant has claimed "the 
step of installing a software system comprises installing system with original software..." 
This is understood to refer either to the "step of installing new software in said technical 
system" or a separate "step of installation of original software". In either case, this claim 
is understood to refer to Applicant's pre-grant publication paragraph 21 wherein 
operation model operations are performed on the system as a way to create baseline 
results ("first result") for subsequent comparison to the results of the system operated 
with the operation model for "new software" installed. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claim 1, 2, 4-8 rejected under 35 U.S.C. 103(a) as being unpatentable over 
US 5335342 to Pope et al. in view of US 6237138 to Hameluck et al. and US 
5488339 to Havens et al. 

1 0. Referring to claim 1 , Pope discloses a method for testing a software system that 
operates a technical system, comprising the steps of: 

operating a technical system with existing software installed and, while said 
technical system is operated during an existing software usage time for interaction with 
a user of the technical system, generating a computerized operation model that mimics 
a reproducible operation procedure that occurs during said existing software usage time 
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of said technical system (From the abstract, "A first version of interactive software is 
executed on the system-under-test. During execution all input signals to the system- 
under-test such as mouse activities and keystrokes are recorded by the testing system 
as a script. Additionally, selected system-under-test display images are captured by the 
testing system."); 

installing new software in said technical system for operating said technical 
system; operating said technical system according to said operation model while using 
said new software system, during a "non-normal" usage time of non-interaction with 
users to obtain a test result for said software system (From the abstract, "Subsequently, 
a second version of the interactive software is executed on the system-under-test and 
the previously recorded script is played back." Wherein such a second version executed 
on the system must have been, at some point, configured for use on that system, i.e., 
"installed", which may include registration with a base system and making base system 
resources available to it, but may also merely mean that the second version was made 
accessible to the system. Further, see figure 5, "Load second version of SUT 
software".); and 

evaluating said test result to detect errors in said operation of said technical 
system caused by said new software (From the abstract, "The images generated by the 
second version of software are compared to the images generated by the first version of 
software and the differences are displayed." Further, see throughout Pope references to 
"pass", "fail", "errors", "match", "same results", "predict expected results".). 

Although Pope does not specifically disclose that said operation model is 
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generated during a "normal" usage time on customer premises, gathering development 
data at end-user premises is well known in the art. This is a general concept of "beta 
testing", however more specifically, an example of it is shown by Hameluck, from line 39 
of column 1 , "The first pertains to field testing where a trained usability tester is 
deployed in a customer site to observe users doing real work in making use of computer 
applications. Typically the usability tester would keep notes of critical incidents or 
potential usability problems that are observed while the users perform their work." A 
person having ordinary skill in the art at the time of the invention could have been 
motivated to gather test data at the customer site because it observes "real work in 
making use of computer applications". 

Further, although Pope does not specifically disclose that such customer 
premises may be a medical facility to interact with patients of the medical facility for 
treatment or examination, such premises are very well known in the art. However, an 
example of this is shown by Havens, from line 29 of column 1 , "A mobile MRI is 
frequently operated in a parking lot adjacent to a hospital or medical facility and is a 
self-contained imaging room including the MRI equipment, space for the operator along 
with related controls and accessories plus space for the ingress and egress of patients." 
A person having ordinary skill in the art at the time of the invention could have been 
motivated to apply the system development process of Pope to an MRI machine 
because an MRI machine is a complex piece of equipment that is subject to revision 
and development and the bugs and fixes that go along with that. 
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1 1 . Referring to claim 2, Pope in view of Hameluck and Havens discloses the step of 
installing a software system comprises installing said technical system with an original 
software system and operating said technical system with said original software system 
according to said operation model during said "non-normal" usage time (From the 
abstract, "A first version of interactive software is executed on the system-under-test. 
During execution all input signals to the system-under-test such as mouse activities and 
keystrokes are recorded by the testing system as a script. Additionally, selected system- 
under-test display images are captured by the testing system." Wherein such a first 
version executed on the system must have been, at some point, configured for use on 
that system, i.e., "installed", which may include registration with a base system and 
making base system resources available to it, but may also merely mean that the 
second version was made accessible to the system. Further, see figure 3, "Load first 
version of software on SUT".). 

12. Referring to claim 4, Pope in view of Hameluck and Havens discloses said 
evaluation of the operation of the technical system of the medical facility with the 
operation model, generating feedback and providing said feedback to a software 
developer (From line 43 of column 9 of Pope, "As bugs are found during the playback 
process, the test engineer can generate bug reports on the integral word processor. The 
failed images and the test procedures used can be easily appended to the bug report to 
fully document the software failures as they occur."). 

13. Referring to claim 5, Pope in the detailed embodiments does not explicitly 
disclose that this feedback is analyzed for developing an improvement of said original 
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software system, however, this is the whole point of the automated software 
(regression) testing. This is shown in the background of Pope, from line 10 of column 1 , 
"Software development requires extensive repetitive testing as new versions of the 
software are produced throughout the development process. With each version comes 
a repetitive series of tests to determine if the changes made to create the new version 
have affected the software in an unintended manner. Thus, with each new version an 
operator must repeat all of the input commands tested on the previous version to 
ensure that the software still functions as intended." Pope developed the automated 
software testing system because it wanted to find errors in the software for 
improvement. 

14. Referring to claim 6, Pope in view of Hameluck and Havens discloses in 
generating said operation model, documenting, as protocol, at least one of input 
parameters, input data and boundary conditions of said technilca system of said 
medical facility (From the abstract, "A first version of interactive software is executed on 
the system-under-test. During execution all input signals to the system-under-test such 
as mouse activities and keystrokes are recorded by the testing system as a script. 
Additionally, selected system-under-test display images are captured by the testing 
system."). 

15. Referring to claim 7, Pope in view of Hameluck and Havens discloses in 
generating said operation model, establishing limit values differentiating between error- 
free operation of said technical system and erroneous operation of said technical 
system (From line 1 of column 7, "The TCL if-statements having optional condition 
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statements, e.g., if pass, if fail, etc., refer to the outcome of the image comparisons 
accomplished by the ASTS during the playback operation. The usefulness of these 
statements will become obvious when the playback mode of operation is discussed."). 

16. Referring to claim 8, Pope in view of Hameluck and Havens discloses in 
generating said operation model, automatically implementing an operation procedure 
associated with said technical system, in addition to said documenting (From the 
abstract, "A first version of interactive software is executed on the system-under-test. 
During execution all input signals to the system-under-test such as mouse activities and 
keystrokes are recorded by the testing system as a script. Additionally, selected system- 
under-test display images are captured by the testing system."). 

17. Claim 3 rejected under 35 U.S.C. 103(a) as being unpatentable over Pope, 
Hameluck, and Havens as applied to claim 1 above, and further in view of US 
6948166 to Barfield et al. 

18. Referring to claim 3, Pope in view of Hameluck and Havens discloses operation 
and monitoring of said technical system of the medical facility according to said 
operation model during said non-normal usage time (see rejection of claim 1). 

Although Pope in view of Hameluck and Havens do not specifically disclose after 
such operation and monitoring reverting to said existing software to operate said 
technical system in said "normal" usage time, reversion of software is known in the art. 
An example of this is shown by Barfield, from the abstract, "The present invention is 
embodied in a system and method for managing software packages that are to be 
installed on a computer by automatically de-installing previously installed software 
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based on user defined preferences to prevent trial, demo or unwanted software and its 
components from being unnecessarily kept on the user's computer." A person having 
ordinary skill in the art at the time of the invention could have been motivated to de- 
install software because, as disclosed in Barfield, from line 42 of column 6, "However, if 
the user already has a very stable and trusted system that does not have conflicts or 
anomalous behavior and he/she is satisfied with the system, the present invention will 
prevent destabilization or changes to the system by newly installed software packages." 
Further, from line 8 of column 7 of Barfield (with emphasis), "An advantage of the 
present invention is that it gives the user added confidence that damage or 
destabilization will not occur to the user's computer when installing and then uninstalling 
demo or trial version software packages. Namely, undesirable or annoying changes to 
the computer that occur after installation of the software package will disappear when 
the de-install module reverts the computer to the previous configuration after the user 
defined period of time elapses. Further, the present invention provides a convenient 
way for beta testers to install, test and then completely de-install software 
packages so that the beta testers can test hundreds of software packages without 
destabilizing their systems." Wherein, for example, trial software exists during a trial 
period. 

Response to Arguments 

19. Applicant's arguments with respect to claims 1-8 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 
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20. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See notice of references cited. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gabriel L. Chu whose telephone number is (571) 272- 
3656. The examiner can normally be reached on weekdays between 8:30 AM and 5:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Scott Baderman can be reached on (571) 272-3644. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Gabriel L. Chu/ 
Primary Examiner 
Art Unit 21 14 
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